e *~2022"c L‘D’176
LRk R _ [La,hore]
. ' | Before Alz Baqar Najaﬁ J

Mesirs: SHANN’S ‘COSMETICS AND CHEMICALS
' ' through Managmg Partner---Appellant ey

VOI’ .‘:US

REGISTRAR OF TR‘A DE MARKS
: and another»--Respondents

) F A O No 95 of 2008 decxded on ’lth May, 2021,

i Trade Marks Ordmance (XIX of J001 -

'----Ss 8(a), 10(1)(2), 21 & 114---Regtstratton of trade Gk
* Deception and confasion---Prmciple---ObJectzon to registration of trade
- mark--- Appellant clazmed to be owner of registered trade mark “Soft -
- :Touch” -and ‘filed- his objectzon to_registration of trade mark “Sweet -
- Touch” by respondent---Authont;es dismissed the objection and
._appltcatzon Jfor registration of trade mark filed by respondent was.
j‘allowed---Valtdtty---Where two - matks were not identical, the crucial
point requiring consideration was tlxat it should Y] nearly resemble that
:t wauld likcly to dacmva or cause crmfusmn in course of tradc--- ,
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i _2_022]‘ _S~hainn's'Cosmctics and Chemicals v. Registrar | 177
o "'of Trade Marks (Ali Bagar Najafi, J) :

: Unwary or incautwus or careless or. unguarded purchaser was lzkely to
be misled or deceived into purchasing goods of person keeping in view
“the vast difference. in literary ratio and condition of like in Pakistan as
compared to developed countries---Appellant had been using trade mark
“So[t Touch” since long which was not only distinctive but was
comimwusly in use and respondent realizing such fact had copied it to
“Sweet Touch” in order to.deceive customers---High Court set aside the
"order passed by - authontzes--AppeaI was allowed, in czrcumstances

[p 180]A : .

2 Messrs Burney s Industrial and Commercral Co. Ltd. v. Messrs A- :
Rehman Match Works PLD 1983 Kar. 357 and U.B. Chemical Industries
Company ermted V. Ahmad Nawaz and’ others 2002 CLD 604 ref.

s Messrs Hrlal Confectronary (Pvt.) Ltd. LV, Messrs Naveed
Enterprlses and’ another 2018 CLD 1; Messrs Mehran Ghee Mills (Pvt.)
- Limited - and’ others V.- Messrs Chrltan Ghee Mill (Pvt.) Limited -and
“others 2001 'SCMR 967; Muhammad - Ashraf .alias Makkhan " v.
Muhammad ‘Akram 2016 CLD 437; Messrs Hero Motors Ltd. through.
Authorrzed Signatory - v.. Babar Auto. Trading and Manufacturing
Company through Proprretor 2010 CLD 22 and General Biscuit and
--another v. Englrsh Biscuit Manufacturers (Private) erxted through
Chxef Executxve/Dlrector/Manager 2004 CLD 680 rel.

Usman Nass:r Awan and Babar Afzaal for Appcllant

P Harder Afzal Khan and Ms ~Nazima Kiran Chuhan for
Respondent No 2 ; . et : .

! ‘ fe ORDER _ |
Lok ALI BAQAR NAlAFI J. ---Thxs First Appeal from Order under

sectron 114 of the’ Trade Marks Ordinance, 2001 is. directed -against the

© judgment: dated 31, 10 2007 passed by the Registrar of Trade-Marks

_whereby the appellant s opposmon No.310/05 to Application No. 173601

" in Class3 dated 31.11.2007 'against the regxstratron of Trade Mark :
"Sweet Touch" m favour of respondent No.2 was drsrmssed

3y Brlef faots ngmg rise to the ﬁlmg of thrs appeal are that the
appellant is carrying-on the business of manufacturing and selling the -
| cosmetic goods and- allied products since 1982. The appellant adopted the
+ trademark "Soft Tough" for the goods in the year 1982 and ever since s -
bemg used by him fer the sale of cosmetic goods. The said Trademark o
- was registered -under Registration No. 140433 in class 3 and, theréfore,
* by virtue of long- extensrve usc the appellant has got ¢xclusive right to
use the said. tradémark in respect of the cosmetic goods. This trademark.
“has become very popular and was distinguished amongst the traders,
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5 C‘ogpogmg. LAW DECISIONS [Vol. XXI

general public due to their high quality not only in Pakistan but also -
" abroad. The appellant had spent handsome amount on the introduction,
marketmg and publicity of-the said goods. In fact the said trademark had
become a distinction for the appellant's goods due to its substantial
reputation and goodwill. However, 'in the Trade Marks Journal No.64S5,
* published in October, 2004, the 'appellant came to know that the- :
respondent Regrstrar Trade Marks has provisionally accepted Application |
~ No.173601:in class 3 filed by respondent No.2 for the registration of
Trade Mark "Sweet Touch". The appellant therefore, filed notice under
section 15(2) of the Trade Marks Aect, 1940, Rule 30 of the. rules' made
;2. thereunder read with Article 10 of the Fourth Schedule of Trade Marks - - -
[Frs Ordtnance, 2001 which was’ also numbered as Opposition No0.310/2005 .
o A whereas: respondent No. 2 also filed counter statement (TM-6). Vide the
i ~impugned judgment. dated 31.10. 2007, the Registrar/respondent No.l1
-~ had dismissed the opposition and allowed the applrcatton for registratiom
m favour of respondent No.2 Wthh ls 1mpugned in the present -appeal.

s e ———
A

Lt Vita”

[§F ORI

; Effz'_-. T o 3. Learned ‘counsel for the appellant contend that the appellant is
SR orlgrnal creator, | developer, adopter and. first user of the trade mark
.+ - "Soft Touch" since 1982 which is l(nown world over and, therefore has
i+ exclusive: rrght to use it. Adds that respondent No.2 applied for
e - regtstratton of trade mark with prior knowledge that the appellant has a
right in the said trade mark and that regnstorcd trade mark is similar in
the famous and éarlier regrstered trade mark of the appellant which is
bound to' cause: confuision and deception' amongst the buyers in public,
... therefore, is not entitled for registration under sections 8(a) and 10(1) of :
the Trade Marks' Ordmance Adds that respondent No.2 is'not entitled -to v
- register the tradé mark under section 10(2) of the Trade Marks Act, o |
1 1940. Adds that:the 1mpugned judgment is over stepping of the basic
e 1ntent10n for registration of trade mark. Contend that only one affidavit X
B of proprletor was placed on record ‘and-no other document was relied .
: " upon to form basis for. passing the 1mpugned judgment. Also Contend that
~word touch is common to trade and as such the impugned judgment is
-'mot ‘sustainable. : Place reliance’ upon case titled "Messrs Burney's
- Industrial and Commercial Co. Ltd. v. Messrs- Reliman Match Works"
:* (PLD 1983 Karachi 357); "U.B. Che}niéal Industries Company Limited =~
v. Ahmad Nawaz and others" (2002 CLD 604), “"Messrs _Hilal
Confectionary (Pvt.) Ltd. v. Messrs Naveed Enterprises and another"
(2018 CLD 1), "Messrs Mehran Ghee Mills (Pvt.) Limited and others v.
" ‘Messrs Chiltan Ghee Mill (Pvt.) Limited and others" .(2001. SCMR 967)
to arguc, that scctions 46, 80(3) rcad with scction 17 of the Act -were
: rmsmterpreted whtle passmg the 1mpugned judgment, therefore, pray for
settmg a51de the same.-

e e S A L A
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".4.' . Conversely, the learned counsel for respondents submtt that the
appellant's reglstratlon it bemg 1mplled in the infringement proccedings
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: o of Trade Marks (Ali Baqar Najafi, J) ’ :

as the trade mark must be unique and.under section 21(c) of the Act the

others can use the trade mark since. "Soft Touch" is not unique. Place
reliance upon "Muht_zmmad 'Ashraf alias Makkhan v. Muhammad Akram"
(2016 "CLD 437), - "Messrs_Hero Motors Ltd. through Authorized

Signatory v. Babar Auto ‘Trading and Manufacturing Company through

Proprietor". (2010 CLD 22), -"General Biscuit and_another v. English
Biscuit Manufactiurers (Private) Limited through Chief Executive/

5 : Dzrector/Manager (2004 CLD 680) and pray for dismissal of appeal.

5. Arguments heard. File perused

I Yt After hearmg the learned counsel for the parttes and perusal of -
- grecord it:is stralghtaway observed that the Registrar vide his order has
-~ -concluded that SOFT TOUCH and SWEET TOUCH are entirely
~“different as the word TOUCH is common when SOFT and SWEET are
: dtstmgulshable V1sually 7and phonetically - within the. meaning of -
_section 21° of the " Trade : Marks " Ordinance, 2001. It is, therefore,
Sy expedlent to reproduce it hereunder -

e

contatns-
Lttt the proprtetor'
A heen made; or -'}_‘fr

=i ‘dlStmcthﬁ character, the tribunal, in deciding whether the trade

21, Reglstratlon subJect to dtsclalmer - If a trade mark -
(a) 'any part not separately reglstered as a trade mark in the name of ;

_f(h) ! any part for the separate reglstratton of Wthh no appltcatton has

BE Y

. & LF 5 E

(c): .'any matter common to the trade, or. otherwxse of a non-

e .. mark shall be entered or shall remain on' the Register, may

‘require, ‘as' 2 condition of its being on the Register, .that the

propnetor rshall ‘either disclaim any rxght to the exclusive use of S

o .;._'such part or.of all or any portion of such matter, as the case may '
- - be, tothe CXChISIVC use of which the tribunal holds him not to be

Eye .entltled 10 make such other disclaimer ‘s the tribunal may
consrder nccessnry for the ‘purposes of defining the rights of the i

' _proprretor undet the regtstratton

Prov:dcd that no dlsclmmer shall affect any - rights of the

nid proprtetor of a trade mark except such as arise out of the
registration ‘of the trade mark in respect of which the disclaimer
is made.

. 7. "Admtttedly, tl.e word "Touch". was not exclusively used by the
appellant ‘In . case lltled "Muhammad. Ashraf alias Makkhan v.

- Muhammad Akram" (201 6 CLD 437), in the trade mark "Makkhan
: SWeet and Bakers" Makkhan was not exclusively used by the claimant,

.rm
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~therefore, ‘was separable. In “Messrs Hero Motors Lid. through
Authorized Signatory v.” Babar ' Auto Trading and - Manufacturing
Company:through Proprietor" (2010 CLD 22), the word "Hero" was not
- used exclusively, . therefore, "Asia Hero" was different, therefore, it can
ko bes regrstered separately In - "General Biscuit and_another v. English
" Biscuit' Manufacturers (Przvate) Limited through Chief Executive/
... Director/Manager" (2004 CLD 680), the word . "Zeera Plus" was not
i drstmctxve form Zeera v

R In‘ “Messrs .Burney's Industrial and Commerczal Co Ltd. v.

b -.Messrs Rehman Match Works" (PLD-1983 Karachi 357), it was held that
~+ . where two 'marks are not identical the crucial pomt required|
~cons1derat10n is that it should so- nearly resemble that it is likely to| -
" " deceive or cause confusion in course of trade. Obviously, an unwary or|
- incautious ‘or careless or unguarded purchaser is likely to be misled or|

‘deceived- into purchasing goods of person keeping in view the vast|s
-drfference in literary. ratio and condition of life in Pakistan as compared
St developed countries. The case of the appell ant is that he was using the
““‘trade mark "SOFT TOUCH" since long which was not only distinctive |
.~ but had been contmuously in -use and respondent realizing this fact has|
" copied it to "SWEET TOUCH" in crder fo deceive the customers, |

" therefore, ‘while relymg upon- case titled "Messrs Mehran Ghee Mills

o (Pvt) Limited and others v. Messrs Chzlgan Ghee Mill (Pvt:) Limited and

| others" (2001 SCMR 967) this appeal 1s allowed and the 1rnpugned

) order is set asrde

A ,MH/ST-Q‘Z/L e e L ol - -Appeal.allowed.v_
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